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The MAILING DATE of this communication appears on the cover sh et with th correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)1x1 Responsive to communication(s) filed on Jan 29, 2002 



2a) □ This action is FINAL. 2b) Ixl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) jxj Claim(s) 1 -39 ; is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) D Claim(s) \ is/are allowed. 

6) K Claim(s) 1-39 ; is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) K The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are a) □ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The'translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment s) 

1 ) ()(] Notice of References Cited (PT 0-892) 4) □ Interview Summary (PT0-41 3) Paper No(s). _ 

2) d Notice of Draftsperson's Patent Drawing Review (PT 0-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 5 Q) Q] Other: 
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Art Unit: 927 

DETAILED ACTION 

1. The disclosure is objected to because of the following informalities: One page 1 of the 
specification the related applications are identified by their Docket numbers. These applications 
can not be identified on PTO Palm system according to their Docket numbers. Applicant needs to 
provide a Serial No. for each related application. 



Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 34 and 35 are rejected under 35 U.S.C 102(b) as being anticipated by Nay et al 
(USPN 5,728,918). 

Claims 34 and 35 are considered product by-process claims. Nay et al discloses a regenerated 
cobalt containing catalyst used in the Fischer-Tropsch reaction of synthesis gas to form 
hydrocarbons (see abstract). 
Product-by-Process Claims 

PRODUCT-BY-PROCESS CLAIMS ARE NOT LIMITED TO THE 
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MANIPULATIONS OF THE RECITED STEPS, ONLY THE STRUCTURE 
IMPLIED BY THE STEPS 

"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable 
even though the prior product was made by a different process." In re Thorpe, 777 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 

(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

6. Claims 1-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lapidus et al 
(USPN 6,331,574) in view of Geerlings et al (USPN 6,130,184) and further in view of Nay et al 
(USPN 5,728,918). 

Applicants' claimed invention is directed to a process for the enhancement of a metal 
catalyst for the catalytic hydrogenation of carbon monoxide, said catalyst comprising one or more 
members selected from the group consisting of Co, Ni, Cu, Ru, Rh, Pd, Os, Ir, Re and Pt, the 
process comprising: 

a) contacting with a hydrogen-containing gas at elevated temperatures so that at least a 
portion of the catalyst is in the metallic state; 

b) impregnating under a non-oxidative atmosphere with a solution of a salt of at least one 
metal selected from the group consisting of Co, Ni, Cu, Ru, Rh, Pd, Os, Ir, Re, Pt, Mo, 
W, Si, Cr, Ti, Mg, Mn, Zr, Hf, Al, Th, La, Ce and Y, optionally in combination with at 
least one member selected from a group consisting of an ammonium salt, an alkyl 

ammonium salt, a weak organic acid and ammonia; 

c) oxidizing with a gaseous oxidant in the presence of the impregnating solution; and d) 
reducing with a hydrogen containing gas at elevated temperatures thereby forming an active 

catalyst. 
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Lapidus teaches a process for the preparation of high active carbon monoxide 
hydrogenation catalysts for Fischer-Tropsch reaction. The catalyst contains cobalt as well as 
rhenium or metals from Group VIIB, which are supported on a refractory inorganic oxide support 
(col. 1, lines 34-37 and col. 2, lines 20-31). The catalyst is impregnated with a poly-or 
multidentate ligand compound, such as an ammonium containing salts (col. 5, line 55-col. 6, line 
38). After impregnation, the catalyst is dried and calcined; suitably by contact with oxygen , air or 
other oxygen containing gas (non-oxidative atmosphere, as applicants define the no-oxidative 
atmosphere on page 13 of the specification, line 12 "not be a pure gas such as a mixture of gas"), 
as well as wherein the catalyst is reduced with a hydrogen containing gas (col. 2, lines 1-6). The 
oxidation step occurs at 100 °C (col. 5, line 21). The reduction of the catalyst with the hydrogen 
gas is carried out at 400 °C. Lapidus discloses upgrading a portion of the hydrocarbons to more 
valuable products by at least one of fractionation and conversion operations (col. 8, line 45). 

The independent claims 1,13 differ from the reference by reciting that the hydrocarbon 
content is decreased by contacting the catalyst with a hydrogen containing gas at an elevated 
temperature. However, Geerling in a similar process for preparing hydrocarbons by reacting 
hydrogen and carbon monoxide in the presence of a cobalt containing catalyst where the cobalt 
compound is precipitated by addition of a base, such as, ammonia or ammonium carbonate using 
any suitable cobalt compound preferably cobalt nitrate. In addition, a weak. acid such as formic 
acid, acetic acid and citric acid is used during the preparation of the catalyst to prevent catalyst 
agglomeration and obtain a homogeneous mixture. This catalyst after many hours of operations it 
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loses its initial activity of an activated fresh catalyst. By subjecting the catalyst to ROR treatment 
the spent catalyst is rejuvenated, the ROR treatment involves the steps in sequence of reduction 
with hydrogen containing gas, oxidation with an oxygen containing gas (non-oxidative), and 
reduction with a hydrogen containing gas (col. 3, lines 10-19, col. 5, lines 61-67 and col. 4, lines 
49-53). The initial hydrogenation of the catalyst taught by Geerling et al reduces the 
hydrocarbon content of the catalyst. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to decrease the hydrocarbon content of a 
catalyst by reducing the catalyst in the presence of a hydrogen containing gas at an elevated 
temperature to rejuvenate the spent catalyst that has lost at least part of the initial activity of an 
activated fresh catalyst. 

The dependent claims further differ in passivating the catalyst with the gas containing 
carbon monoxide and hydrogen. However Nay et al in a similar process for regenerating a 
Fischer-Tropsch spent catalyst such as cobalt containing catalyst, the catalyst is passivated with a 
gas containing carbon monoxide and hydrogen at an elevated temperature in order to obtain a 
higher activity catalyst and better selectivity to C5+ hydrocarbons ( col. 2, lines 55-67). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to passivate the spent cobalt containing catalyst with a gas containing carbon monoxide 
and hydrogen in order to increase the catalytic activity and better selectivity to C5+ hydrocarbons. 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed, Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

8. Claims 1-39 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-55 of copending 
Application No. 10/059,916, claims 1-19 of copending application No. 10/059,918, claims 1-25 
of copending application No. 10/059,928, claims 1-33 of copending application 10/059,926 and 
claims 1-24 of copending application 10/059,917. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the instant claimed invention is 
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directed to a process for enhancement of a metal catalyst for catalytic hydrogenation of carbon 
monoxide , whereas the copending applications cited above are directed to a regeneration of the 
spent catalyst following the same procedure recited in the instant claimed invention for 
enhancement of a metal catalyst for the catalytic hydrogenation of carbon monoxide. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Any inquiry concerning this communication from the examiner should be directed to J. 
Parsa, whose telephone number is (703)308-4615. The Examiner's normal work hours are 
Monday-Friday from 8:00 a.m. to 4:30 p.m. If Examiner is not in, please leave a message. Your 
call will be return as soon as possible. Any general inquiry of a general relating to the status of this 
application should be directed to the Group 1600 receptionist whose telephone number is 
(703)308-1235. The Examiner's supervisor, Johann Richter, may be reached at (703)308-4532. 
Communications may now be transmitted via FAX directly to group 1600. The group 1600 FAX 
machine number is (703)308-4556. 



J. PARSA 
PRIMARY EXAMINER 




August 23, 2003 



